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Opi nion by Cissel, Admi nistrative Trademark Judge:
On August 18, 1996, applicant filed the above-

referenced application to register the foll ow ng phrase

_____ GRAD _~ DAD, THE BEST OF BOTH WORLDS
on the Principal Register for “bunper stickers,” in O ass
16, and for “clothing, and hats,” in Cass 25. Applicant
stated in the application that “[t] he bl anks are intended

to be filled in with the nicknane of a college, such as
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‘I RISH GRAD' and ‘ AGG E DAD or ‘LONGHORN GRAD and ‘ SOONER
DAD."” The basis for filing the application was
applicant’s assertion that he possesses a bona fide
intention to use the mark in commerce in connection wth

t he specified products.

The Exam ning Attorney refused registration, stating
that what applicant is attenpting to register is a phantom
mark, i.e., a mark which includes words which are subject
to change, and that such marks are not registrable because
regi stration of themwould deny third parties fair notice,
inthat it would be inpossible to conduct a neani ngf ul
search w thout specific know edge of each possible
permutation in view of the unspecified word el ements
represented by the blanks in the drawing of the mark
submtted with the application. Applicant was al so
informed that the identification-of-goods clause for C ass
25 was indefinite and that the application should be
anended to specify the particular items of clothing with
whi ch the phrase is intended to be used as a tradenark.

Responsive to the first Ofice Action, applicant
anended the clause identifying the goods in Class 25 to
read as follows: “clothing, nanely shirts, hats, and
j ackets.” Applicant requested that the foll ow ng statenent

be entered into the application by anmendnent: “Applicant
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herewi th di sclains the nicknanes of any coll eges intended
to be placed in the bl anks of applicant’s mark.” Applicant
al so presented argunents on the refusal to register, and
submtted a copy of a third-party registration and

phot ocopies fromthe Oficial Gazette of another third-
party mark approved for publication. |In each instance,
applicant argued that if those nmarks were acceptable, so is
his.

The Exam ning Attorney was not persuaded by
applicant’s argunents or evidence, and in the second Ofice
Action, he made the refusal to register final. The
anmendnment to the identification-of-goods clause was
accepted, but the proposed disclainer was not, on the
ground that the proffered disclainer does not specifically
state what the words are in which applicant nakes no claim
to exclusive rights. Further, the Exam ning Attorney noted
that as applied to bunper stickers, the proposed mark may
not function as a mark, but that such a refusal could not
be made until applicant provided evidence of actual use, at
which time such a determ nation could be nmade.

Applicant filed a Notice of Appeal, along with a
request for reconsideration presenting argunents as to why

the refusal to register is not well taken. A substitute
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drawi ng was al so submtted. This draw ng shows the
proposed mark as foll ows:

SOONER GRAD AGE E DAD

THE BEST OF BOTH WORLDS
The lettering in which the words “SOONER and “AGE E” are
shown is presented in broken lines. Additionally,
appl i cant requested that the disclainer be anended to read
“No claimis made to any of the matters shown in broken
lines apart fromthe mark as shown.”

The Exami ning Attorney responded to the request for
reconsi derati on and acconpanyi ng anendnents by mai nt ai ni ng
the finality of the refusal to register and rejecting both
the substitute drawing and the substitute disclainer. He
hel d the anmended drawing to be a nutilation of the one
originally submtted with the application, creating a
different mark by including the words “SOONER’ and “AGE E.”
The reference in the proposed disclainmer with respect to
“any matters shown in broken Iines” was rejected for the
sanme reason that the first disclainmer had been rejected:
any terns or other matter being disclai mned nust be
specifically identified in the disclainer.

Action on the appeal was then resuned. Applicant
submitted his appeal brief, but the original Exam ning

Attorney was replaced by another one, so action on the



Ser No. 75/151, 245

appeal was agai n suspended, and the application was
remanded to her for additional action on applicant’s | atest
proposed anendnents. She refused registration on
addi ti onal grounds: under Section 2(a) of the Lanham Act on
the ground that the mark shown in the anended draw ng

consi sts of or conprises matter which nay fal sely suggest a
connection with the Board of Regents of the University of
Okl ahonma and Texas A&M Uni versity, the respective owners of
the trademarks “SOONERS’ and “AGE ES’; and al so under
Section 2(d) of the Act based on the |ikelihood of
confusion with the marks in nine of the registrations these
two educational institutions own.

In addi tion, the Exam ning Attorney advi sed applicant
that she found the instant case to be indistinguishable
fromthe one decided by the Board in In re International
Fl avors & Fragrances Inc., 47 USPQ2d 1314 (TTAB 1998),
aff'd, 183 F.3d 1361, 51 USPQ 1513 (Fed. Cir. 1999). A
copy of the Board’'s opinion was attached for applicant’s
consideration. |In that case, the Exam ning Attorney had
refused to register the marks “LIVING XXXX,” “LIVING XXX
FLAVORS” and “LIVI NG XXX FLAVOR' for essential oils and
flavor substances. The applicant had stated that the
“XXXX” in each mark stood for different words which are the

names of specific herbs, fruits, plants or vegetables, and
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that in use, the mark would incorporate these nanes in

pl ace of the “XXXX’ shown in the drawing. The issue was
framed in terns of whether the specinmens submtted with the
application showed the mark sought to be registered, as
reflected by the drawing. The Board held that what
applicant was trying to protect with the three
registrations it was seeking was in fact an unknown nunber
of marks, whereas Section 1 of the Lanham Act provides that
each application nmay seek registration of only one mark.
Not wi t hst andi ng t he exi stence of third-party registrations
whi ch appeared to be in conflict wwth this holding, the
refusal to register was affirnmed.

The applicant in the appeal now before us responded to
the action by the new Exam ning Attorney with a withdrawa
of the anended drawi ng and a request that the appeal go
forward based on the final refusal which had been issued
previously. The Exami ning Attorney then w thdrew the
refusals to register under Sections 2(a) and 2(d), and
noted that applicant had not anended the application to
delete the disclainmer of “matters shown in broken |ines,”
even though the drawi ng now of record has none.

In response, applicant withdrew the second di scl ai ner,

but left the first one, which refers to “the nicknanes of
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any colleges intended to be placed in the bl anks of
applicant’s mark.”

The Exam ning Attorney then filed her brief on appeal.
Applicant neither filed a reply brief nor requested an oral
heari ng before the Board.

Accordingly, the issues before the Board in this
appeal are whether the phrase sought to be registered by
this application, “ GRAD DAD, THE BEST OF BOTH
WORLDS, ” in consideration of applicant’s statenent that
t he blanks are intended to be filled in with nicknanes of
col |l eges, constitutes nore than one mark, and therefore is
contrary to the provisions of Section 1 of the Lanham Act;
whet her a substitute drawing is required in order to
present a single mark; and whether the proffered disclainer
is acceptable in view of the fact that it does not specify
the particular words that applicant asserts it is
di sclaimng. After careful consideration of the record,

t he argunents presented by both applicant and the Exam ning
Attorney, as well as the relevant |egal precedents on this
i ssue, we hold that the refusal to register and the

requi renents for a substitute drawi ng and an acceptabl e

di scl ai mer which specifies what is being disclained are all

proper and rnust all be affirmed.
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W agree with the Exami ning Attorney that the

| nternati onal Flavors case, supra, is directly on point

with the case at hand. That “XXXX' was used there to
represent the differing “phantoni elenents in place of the
underlining which is used in the case at hand is
immaterial, as is the fact that the applicant in that case
intended to use the nanmes of herbs, fruits, plants or
veget abl es, whereas the applicant in this case uses the
equal | y vague | anguage “the nicknanme of a college” to
describe the variety of words it intends to use to fill in
the blanks in its mark as presented for registration by the
drawi ng submtted with the application. As the Exam ning
Attorney points out, both applicants attenpted to add a

di scl ai mer statenent of the words represented by their
respective “substitution vehicles,” and both applicants
argued that past inconsistent practice by the Patent and
Trademark O fice requires approval of marks containing
changeabl e el enent s.

Just as in the prior case, however, these argunents
are unavailing. As in that case, contrary to Section 1 of
the Act, the instant application seeks registration of nore
than one mark, and as in that case, the instant application
does not give adequate notice of what is being clainmed as

applicant’s mark, such that a neani ngful search by another
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party trying to avoid choosing a mark which would be likely

to cause confusion “is next to inpossible.” Internationa

Fragrances, supra, 47 USPQ2d at 1318. The refusal based on

Section 1 of the Act is therefore well taken.

In a simlar sense, just as a single application my
not seek registration of nore than one mark, there clearly
cannot be nore than one mark shown on the drawi ng submtted
with a single application. Trademark Rule 2.51 requires
subm ssion of “the drawi ng” of what is repeatedly referred
to as “the trademark,” which is a clear indication that
only one trademark may be represented in a single draw ng.
In that the drawing of record in the instant application
clearly is intended to represent any nunber of different
conbi nati ons of words, the requirenent for a draw ng
showi ng only one mark is plainly appropriate.

Also, in a sinmlar sense, the requirenent for a
di sclaimer that refers to specific, identifiable words or
other matter is justified. As it stands, the proffered
di scl ai mer provides no indication of what applicant intends
to disclaim and we therefore have no basis upon which to
det erm ne whet her whatever it is in which applicant clains
no exclusive rights constitutes “an unregi strabl e conponent
of a mark otherwi se registrable,” in the words of Section 6

of the Act.
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DECI SION:  The drawi ng and di scl ai mer requirenments and

the refusal to register are affirnmed.
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